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Office Action Summary 



Application No. 
09/474.317 



Examiner 

Adrian M Mirza 



Applicant(s) 
HOMER, GREGG 



Ait Unit 
2141 



ZJfTe MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Parlod for Reply 

A SHORTENED STATUTORY PERlOO FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

^^i^oVflms may be avaHabt* under <he provisions Of 37 CFR 1-136^. to no event, however, may a roply be dm* Gted 
after S»X (0) WONTHSrro^* ™*p ^^t^^STo reoly within the st^y minimum of thirty (30) day* win be considered timely. 

" llSSSmSi 2 th?wt oi extendi period far reply wlD, by statute, cause the application to Become ABANDONED (35LTS.C. |i W). 
*. SJSsS S??^dSvSS Si«X thankee montha'after iS melting date of Ms wmmoni^tion, even nmary nted. may redu™ any 
earned patent term adjustment See 37 CPR 1 .T0d(b\ 

Status 

I )0 Responsive to communication(s) filed on 24 March 2003 . 
2aM This action is FINAL. 2b)Q This action is non-final. 

3D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle. 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 0 Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim (s) ; is/are withdrawn from consideration. 

5) D Clalm(s) is/are allowed, 

6) E3 Claim(s) 7-26 is/are rejected. 

7) \3 Claim(s) is/are objected to. 

8) D Cteim(s) are subject to restriction and/or election requirement. 

Application Papers 

£})□ xhe specification Is objected to by the Examiner. 

10)D The drawtng(s) filed on is/are: a)D accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.05(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAll b)D Some'cD None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No, . - 

3. Q Copies of the certified copies of the priority documents have been received In this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachments) 

1 ) □ Notice of References Cited (FTO-892) 4) □ Interview Summary (PT041 3) Paper No<$). . 

2) CJ Notice of Draftspereon's Patent Drawing Review (PTO-^46) 

3) Q information Disclosure Statement's) (PTO-1449) Paper No(s) . 



5) □ Nottoe of informal Patent Application tPTO-152) 

6) □ Other 



•p^^ Office Action Summery Part of Paper No. 6 
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DETAILED ACTION 



Claim Rejections - 35 VSC § 103 
\ . The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent m&y not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skin in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was mode. 

2. Claimsl-26 arc rejected under 35 U-S.C. 103(a) as being unpatentable over Gabbard et al 
(U.S. 6,205,432) and in view of Eggleston et al (U.S. 6,101,531). 

As per claims 1,7,10,20,22 Gabbard disclosed a method for tracking the transmission of a digital 
file over the Internet comprising the steps of: receiving packets constituting segments of the file 
in transit over the Internet; examining file headers m said packets to determine the presence of 
specific identifying indicia therein (col. 12, lines 2-30); and. 

However Gabbard failed to disclose recording the Internet Protocol header source address for 
each of the packets <x>ntaining said specific identifying indicia. In the same field of endeavor 
Eggleston disclosed recording the Internet Protocol header source address for each of the packets 
containing said specific identifying indicia (col. 8, lines 22-63). 

It would have been obvious to one ordinary skill in the art at the time that invention was made to 
have incorporated recording the Internet Protocol header source address for each of the packets 
containing said specific identifying indicia as taught by Eggleston in the method of Gabbard to 
make the method more secure and reduce latency in processing the packets. 
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3. As per claim 2 Gabbard-Eggleston disclosed including the additional step of recording 
the Internet Protocol header destination address for the file (Eggleston, col. 8, lines 22*63). 

4. As per claims 3,4 Gabbard-Eggleston disclosed including the additional step of 
transmitting said identifying indicia and said source Internet address to a proprietor of the file 
(Eggleston, col. 12, lines 43-67). 

5. As per claims 5,8,21 Gabbard-Eggleston disclosed wherein said examining step further 
includes: searching said file headers for TCP headers containing port numbers indicative of an 
email message; searching each of said packets (Gabbard, col. 1 1, lines 45-67), in which port 
numbers indicative of email messages were found, for an attachment; and when said attachment 
is found, locating the source Internet address in an IP header for the file containing the 
attachment (Gab-bard, col. 12, lines 1-32). 

6. As per claims 6,9,13,26 Gabbard-Eggleston disclosed wherein said identifying indicia 
comprises a user defined character sequence selected from the group consisting of: an extension 
to an existing flic format, prepended to the file; a sequence of bits embedded in the file; and an 
absence of code in a predefined area within the file (Gabbard, col. 1 6, lines 24-42). 

7. As per claim 11, this claim differ from the claim 1 in that recording step, e.g. claim 1 
recites "recording the Internet Protocol header source address" and claim 1 1 recites the same 
thing with different wording therefore, it is rejected accordingly. 

8. As per claim 12 Gabbard-Eggleston disclosed wherein said examining step further 
includes: searching said file headers for TCP headers containing port numbers indicative of 
email messages (Gabbard, col. 1 1, lines 17-32); searching each of said packets, in which pott 
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numbers indicative of email messages were found, for a MIME header indicarive of an 
attachment (Gabbard, coL 12, lines 1 -7); and when said MIME header indicative of an 
attachment is found: searching a header directly prepended to the file to find said identifying 
indicia therein, when said MIME header is indicative of an attachment containing a type of said 
file sought; and locating the source Internet address in an IP header for the file containing the 
attachment, when said identifying indicia is found (Gabbard, col. 12, lines 7-67). 
9. As per claim 14 Gabbard-Eggleston disclosed substantially the invention including a 
method for tracking the transmission of a digital file over the Internet comprising the steps of: 
placing identifying indicia in said digital file; using a data communications monitoring device to 
capture packets of information being transmitted via the Internet (Gabbard, col. 12, lines 2-30); 
examining certain ones of said packets to determine the presence of said identifying indicia in 
said file (Eggleston, col. 12, lines 47-57); and recording the source and destination Internet 
addresses for each of the packets containing said identifying indicia, and the identity of the file 
associated therewith (Eggleston, col. 8, lines 22-63). 

1 0. As per claim 1 5 Gabbard-Eggleston disclosed wherein said identifying indicia is 
prepended to said header (Eggleston, col. 10, lines 34- 40). 

11. As per claim 1 6 Gabbard disclosed wherein said identifying indicia is embedded in said 
file (col. 12, lines 3-32). 

12. As per claim 17 Gabbard-Eggleston disclosed the invention substantially including a 
method foT tracking the transmission of a digital file over the Internet comprising the steps of: 
receiving packets contouring segments of the file in transit over the Internet; searching said 
packets for TCP headers containing port numbers indicative of email messages (Gabbard, col. 
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1 1, lines 17-32); searching each of said packets, in which said port numbers indicative of email 
messages were found, for a MIME header indicative of an attachment; and when said MTME 
header indicative of an attachment is found (Gabbard, col. 12, lines 1-7): searching a header 
directly prcpended to the file to locate said identifying indicia therein, when said MIME header 
is indicative of an attachment containing a type of said file sought; locating the source Internet 
address in an IP header for the file containing the attachment containing the type of said file 
sought, when said identifying indicia is located; and recording, for each of the packets containing 
said identifying indicia, the source Internet address for the file (Eggleston, col. 8, lines 22-63). 

13. As per claims 1 8, 1 9 Gabbard-Eggleston disclosed including the additional step of 
transferring said identifying indicia and said source Internet address to a proprietor of the file 
(Eggleston, col. 8, lines 22-63). 

14. As per claim 23 Gabbard-Eggleston disclosed wherein said identifying indicia is located 
in a header having a field indicating that the frame size thereof is zero bytes in length (Eggleston, 
coL 8, lines 45-50). 

1 5. As per claims 24,25 Gabbard-Eggleston disclosed wherein said identifying indicia is 
located in a header having a frame size field indicating that there is no information field 
appended to the frame size field (Eggleston, col. 1 0, lines 34-40). 



Applicant Arguments are as follows: 



16. Applicant argued that following parts of the claims have not been disclosed- 
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As to applicants arguments the following parts of the claims has been disclosed by the 

prior art. 

1. The combination of examining file headers in file packets being transmitted over Internet 
for specific identifying indicia and recording the IP header source address for each packet 
containing the indicia (Eggleston, col. 8, lines 22-36). Eggleston taught different attributes in the 
header where these attributes included priority values and client Identification values. 

2. The above combination including recording the IP destination address for the file 
(Eggleston, col. 8, lines 22-63). Eggleston taugbt all different values such as different attributes 
can be assigned and stored. 

3. The first combination including transmitting the identifying indicia and the source to a 
proprietor of the tile (Eggleston, col. 12, lines 55-63). 

4. The first combination wherein the examining includes searching the file headers for TCP, 
headers having port numbers indicative of email messages, searching those packets for 
attachments, and locating the source Internet address in an IP header for files containing the 
attachments (col. 12, lines 55-63). 

5. The above combinations wherein the searching for attachments includes searching for 
MIME headers indicative of attachments, and searching a directly prepended file header for the 
identifying indicia when the MIME header indicates an attachment having a sought file type 
(Gabbard, col. 10, lines 1-32) . 
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6. The first combination wherein the identifying inidcia includes a prepended extension to 
an existing file format, an imbedded bit sequence, or absence of code in predefined file area 
(Gabbard, col. 16, lines 24-42). 

7. A system including a server, a monitor, and either a router or a modem, wherein the 
monitor is programmed to perform the process of the first combination (Gabbard, col. 12, lines 
2-30). 

8. The above system wherein the monitor is further programmed according to the fourth 
combination (Gabbard, col. 12, lines 1 -32). 

9. The above system wherein the identifying indicia includes a prepended extension to an 
existing file format, an imbedded bit sequence* or absence of code in a predefined file area 
(Gabbard, col. 16, Vines 24-42). 

17. Applicant argued that there is no prima facie case of obviousness not only because a 
combination of references fails to provide applicants invention. 

In response to applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
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USPQ2d 1596 (Fed. Cir. I9$8)and J/t re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, Eggleston and Gabbard both prior art reading on selecting email or messages on the 
basis of the client profile and selected attributes. Where Eggleston using different value to select 
different messages. 



Conclusion 

18, THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR L136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is. mailed, and any extension fee pursuant to 37 
CFR 1,1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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1 9. Any inquiry concerning this communication or earlier communication from the examiner 
should be directed to Adnan Mirza whose telephone number is (703)-305-4633. 

20. The examiner can normally be reached od Monday to Friday during normal business 
hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Rinehart can be reached, on (703 )-3 05 -481 5. The fax for this group is (703)- 
746-7239. 

21 . The fax phone numbers for the organization where this application or proceeding is 
assigned are as follows: 

(703)-746-7239 (For Status Inquiries, Informal or Draft Communications, please label 
PROPOSED" or "DRAFT*); 

(703)-746-7239 (For Official Communications Intended for entry, please mark "EXPEDITED 
PROCEDURE"), 

(703)-746-7238 (For After Final Communications). 

22. Any Inquiry of a general nature or relating to the status of this appbeation or proceeding 
should be directed to tbe receptionist whose telephone number is (703)-3 05-3 900. 

Any response to a final action should be mailed to: 
BOX AF 

Commissioner of Patents and Trademarks Washington, D.C.20231 
Or faxed to: 
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Hand-delivered responses should be brought to 4* Floor Receptionist, Crystal Park n, 
2021 Crystal Drive, ArJmgton, VA 22202. 



AdnanMirr.a BJoroWhonwanit 
Examiner Primary Examiner 
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Claims in excess of 20 


1201 se 


2201 43 


Independent claims In excess of 3 


1203 290 


220314$ 


Multiple dependent daim. IT not paid 


1204 86 


2204 43 


** Reissue Independent claims 
over original patent 


1205 18 


2203 9 


** Reissue claims in excess of 20 



SUBTOTAL (2) 



(*) 



$0.00 



-QcnvmtjQrptywousiy fta/d, it greater; For Rctetwts, see above 
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3. ADDITIONAL FEES 



ftmnll Fntiry 



Foo Fee |F«c F« Fee Description 

°?0?1 *130 ^olt ^5 Surcnerfla- laifi Wng fee or oath 
1GS2 50 2052 25 Surcharge - tate provisional filing fee of cover 
sheet 

1053 130 1053 130 Non - English specification 
1812 2,520 1612 2,520 Far fifing a request lore* parte reexamination 
150* 020* 1504 920* Requesting publication of SIR prior to Exsmuwtf 
action 

1805 1 540' 1605 1 640* Requesting publication of SIR after Examiner 
action 

1251 110 2251 55 Extension tor reply within Of si montfi 

1252 420 2252 210 Extension for njpry within SCCOfvd mdmtfi 

1253 850 2250 475 Extension for reply within third month 

1254 1,480 2254 740 Extension for reply within fourth month 
1253 2,010 2255 1.0OS Extension for reply within fifth month 
1401 S30 2401 195 Notice of Appeal 

1*02 330 2402 165 Filing a Drief in support of an appeal 
1403 200 2403 145 Request for oral hearing 

1451 1,510 1451 1,510 Petition to inbtiluLe 3 pubCc una proceeding 

1452 110 2452 55 Petition to revive - unavoidable 

1453 1.330 2453 665 Petition to revive - unintentional 

1501 1.330 2501 605 Utility Issue fee (or rdssue) 

1502 460 2502 240 Design issue foe 
C40 2503 320 Plan) Issue fee 
130 1400 130 Potitiortt to the Commisfitanor 

30 1607 50 Processing fae under 37 CF» § 1 -17(q] 

180 1800 150 Submission of Information DiscJoturo 
Statement 

40 Rooortiing oocn potent as&Jgnmcnt per property 

(limes number of properties] 
385 Ring a suOrntssion after final rejection 



Foo Paid 



□ 



i 4lti>0l 



1503 
1460 
1807 
1600 

8021 

1BO0 

teio 

1801 
1602 



40 
770 
770 



770 
000 



8021 
2909 
2810 



2501 
1802 



(37 CFR § 1.129(0}) 
355 For each additional invention to be examined 

(37 CFR §V1 20(b)) 
365 Request lor Continued Exajnirtodon (RCE) 

000 Request for«vped3tod examination 
of a design application 



| 31SJUO" 



Olher fee (specify). 



"Reduced by Basic Ring Fee Paid 



SUBTOTAL (3) 



it) 



£6*0,00 
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